04/20/2006 16:23 FAX 3109640941 P S L LEGAL 121015/024 



REMARKS 

I. TntToducrion 

In response to the Office Action dated January 30. 2006, claims 2, 6, 7, and 32 have been 
amended, and claims 82-86 have been added. Claims 1-86 are in the application. Re-examination 
and xc-considetation of the application, as amended, is requested. 

II. Information Disclosf\frc' Statement 

It is noted diat the Examiner did not initial the Clients form 1449 dated September 28, 2001. 
The Applicants bdieve diis to be an error and respectfully request that this form be initialed where 
appropriate. 

III. g^Laim Amendments 

Applicants' attorney has made amendments to the claims as indicated above. These 
amendments wete made solely for the purpose of clarifying the language of the claims, and were not 
required for purposes of patentability. 

rV. Mon-Art Rejection 

In paragraph (2)-(3), the Office Action rejects claims 2, 7, and 32 under 35 U.S.C. §112, 
second paragraph, as being indefinite for fkiling to particularly point out and distinctiy claim the 
subject matter which Applicants regard as the invention. 

The Applicant has amended claims 2, 7, and 32. 

V. Jhc Cited References and the Sub ject Invention 
A. ITie Novak Reference 

U.S. Patent No. 5,787^35, issued July 28, 1998 to Novak discloses a direct broadcast satelUtc 
system for multiple dwelling units. A system i$ provided for distribution of broadcast and direct 
satellite television signals to multiple users, for example, within a multiple dwelling building. In one 
embodiment broadcast signals are combined with right and left-hand satellite signals and provided 
by a dual transmission line distribution system to user locations. In an alternate embodiment, 
tellite signals corresponding to one polarization are converted to a separate frequency band to 
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provide a combined signal incorporating left and right- hand corresponding sateUitc signals and 
broadcast signals for distribution. 

B, The Atsenault Reference 

U.S. Patent No, 6,922,844, issued July 26, 2005 to Arsenault et aL disclose a method and 
apparatus for distinguishing program guides according to originating network. A system and 
method for providing program guide information to subscribers is disclosed. In one embodiment 
the method is applied to a broadcasting system having a plurality of service networks, each 
broadcasting a set of programs and program guide information describing at least a portion of the 
set of programs. The method comprises the steps of determining a receiver station configuration; 
receiving a first program guide information at the receiver station, the first program guide 
information comprising a default transmitting network identifier value uniquely identifying the 
service network transmitting the first program guide ijiformation; and generating a first program 
guide from the first program guide information and presenting the first program guide, according to 
a comparison between the detctmined receiving station configuration and the defiault transmitting 
network identifier. The preferred embodiment can also be described by a receiver for receiving the 
first program guide information and selectably providing the program guide information depending 
on a relationship between the default transmitter identifier value and a value representing the 
receiver station configuration. 

C. The Khoo Reference 

U.S. Patent No. 6,434,747, issued August 13, 2002 to Khoo et al. disclose a method and 
system for providing a customized media list- A metiiod and system is described for providing a 
customized media list to a user over a data network. The method comprises providing a 
personalized data of the user to a computer system, generating a customized media list by the 
computer system for the user based on die personal data, and providing the customized media list to 
rise user through the computer system where the customized media list represents a customised 
content and a customized advertising. A system is further disclosed and claimed for providing 
cuiStomized media list to a user over a data network. 
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VI. Qfficfc Action Prior Aft Rejections 

In paragraphs (4)-(5), the 0£&ce Action rejected claims 1-9, 11, 12, 15, 16, 20, 21, 23, 28-34, 
36, 37, 40, 41, 45, 46, and 48 under 35 U,S-C- § 102(b) as being anticipated by Novak, U.S. Patent 
No. 5.787,335 (Novak). The Applicants respectfully traverse these rejections. 
At die outset, die Applicants thank the Examiner for the clear and concise nature of the Examiner's 
rejections, Turning to the claims: 

With Respect to Claim 1-9. 11.12. 15. 16. 20. 21 and 23: Claim 1 redtesi 

A system for receiving continuous services, comprising: 

a first splits^ having an inputs a first output and a slaved output receiving a first signal at the input 
having a single pohrii^n including a first service and a slaved service, wherein the first signal is directed to 
the first output and the slaved output and selected ky a first control si^al <3pplied at the input; 

a first tuner receiving the first output and tuning the first service; and 
a slaved tuner receiving the slaved output and tuning the slaved service. 

Several important features of claim 1 are not disclosed in the Novak reference. First, as the 
Office Action apparcndy recognizes, Novak does not disclose a slave output, a slave service or a 
slave tuner. The Office Action appears to base its rejection on die notion that the slave 
ouq)ut/seivice/niner are no different than simply a second output/service/tuner, but they the 
difference between the two notions is substantial (slaved services are discussed in die Applicant's 
specification at page 7, line 28 through page 8, line 4; and page 9, lines 3^8). 

Second, die Office Action indicates that "die first signal is directed to die fiwt output and the slaved 
output and selects by a first control signal (via switch 62)". as shown in FIG. 2 below: 
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FIG. 2 



Hawevet, claim 1 recites /n-/ signalis directed to the Jirst output and the slaved output and selected 
hy a Jirst control signal implied at the input Not only do&s switch 62 not select between a first output and 
a //dw^/oucput, switch 62 docs not provide anything analogous co a control signal at all, let alone one 
that is provided at the input (which the Office Action analogizes to die splitter in the upper center 
area of FIG, 2 above). 

Third, FIG. 2 shows that switch 2 provides two outputs to a single receiver, and nothing in 
the Novak reference remotely suggests that each of the receivers (16) includes more than one tuner. 
If one receiver is deemed to he the "first tuner" and another receiver the ''slaved tuner" 
(inappropriate, because there is no disclosure that the second tuner is "slaved"), the switch feature is 
still not disclosed^ because switches 62 do not switch outputs between receivers. 

For all the foregoing reasons^ the Applicants respectfully traverse the rejection of claim 1. 
Claim 2 recites a service selector for directing the tuning of the first tuner and the slaved tuner and 
for producing die first control signal. The Office Action indicates that the ^tch 62 discloses these 
feamres, but as described above, there is no slaved tuner, and die switch 62 does not direct tuning of 
anything analogous to a first tuner and a slaved tuner (it merely selects which input is provided to it's 
related receiver). It also does not produce a control signal of any kind. 

The foregoing deficiencies in the rejection of claims 1-2 are magnified when considering the 
rejection of claims 3-9, 11, 12, 15, 16, 20, 21 and 23, as diesc claim additional features that are not 
disclosed by die Novak reference. 
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With Respect to Claims 28-3A 36^37. 40. 41, 45. 46. and 48 : Claim 28 recites: 

method of ncdving services, comprising: 
gm$rating a first control si^ial to sekct a first signal; 

receiving a first signal including a first service and a slaved service, li^herein the first service and the 
slaved service are at the same polarisation; 

splitting the first signal with a first splitter to a first output and a first staved output; 

tuning the first service firom the first output mth a first tuner; and 
tuning the slaved service firm the slaved output with a slaved tuner, 

The rejection of claim 28 is incorrect for much the same reasons as those discussed above 
with respect to claim 1. Switch 62 does not generate a first control signal. It presumably responds 
CO a control signal to select a signal Novak does not disclose the notion of a slaved service at all^ let 
alone how one could be simultaneously received using a second tuner. Splitter 46 does not spUt the 
first and second services 

Claims 29-24, 36, 37, 40, 41, 45, 46, and 48 are patentable for the same reasons. 

In paragraphs (6)-(7), the Office Action rejected claims 73-75 and 77 under 35 U-S-C. 
§l02(e) as being anticipated by Arsenault ct al., U-S. Patent No. 6,922,844 (Arsenault), The 
Applicant respectfully craverses these rejecdons. 

With Respect to Claims 73-75 and 77 : Claim 73 recites: 

^ method of lousiness for delivering simultaneous services, comprising: 

transmitting a pluraMtj of signals, each signal including a plurality of first services and at least one 
slaved service at the same polarisation and the at least one slaved service is the same for each signal and 
polcni^^on; and 

receiving and retransmitting each signal separatefy to a doumUnk anUnna. 

According to the Office Action, Atsenault discloses transmitting a pliarality of signals^ each 
signal including a plurality of first services and at least one slaved service at the same polatixation. 
Arsenault, however, does not disclose the notion of a slaved service. Instead, what are disclosed is a 
satellite providing legacy services (e.g. existing services) and non-legacy services. Accordingly, the 
Applicants respectfully traverse the rejection of claims 73-75 and 77. 

In paragraphs (8)-(9), the Office Action rejected claims 10, 13, 14, 17-19, 35, 38, 39, and 42- 
44 under 35 U.S.C. §1 03(a) as being unpatentable over Novak, U.S. Patent No. 5,787,335 (Novak). 
The Applicants rcspectfuDy traverse these rejections. 

-16- 
PAGE 19/24 ' RCVD AT 4/20/2006 7:20:58 PM [Eastern Daylight rone) » SVR:USPTO'EFXRF-5/4 ' DN1S:2738300 ' CSID:310964D941 ' DURATION (mm-ss):0M6 



04/20/2006 16:24 FAX 3109640941 



P 8t L LEGAL 



121020/024 



yyith Resp ^< ^t rn r;Uims 10 and 35 : The Office Acrioa acknowledges chat Novak does not 
disclose that the system is integral to an integrated receivct/ decoder (IRD), but suggests that since 
such IRDs are well known in the arc, it wold have been obvious to include an IRD in the Novak 
system to promote both space and power efficiency. 

The problem with this atgument is that Novak itself discloses receivers (16) and that those 
receivers are architecturally incapable of performing the functions described in claim 10 (by virtue of 
its dependence on claim 1), To encompass the first tuner, slaved tuner, and splitters, the "IRD^* 
would span several floors in a building * . . hardly promoting space and power efficiency. 

With Respf ^^t CUt ms 17-19 and 42-44 : Claim 17 redtes that the cable used to provide the 
slaved frequency of the slaved services is provided from a dial-up service. The Office Action argues 
that since dml up service is well known, it would be obvious to modify Novak to obtain the 
infoj:matton via dialup. However, dialup service is typically used to for receiver to headend 
transmissions, not for headend to receiver transmissions. Further, the prior art would appear to 
teach ttanstnitting the information in the broadcast stream, rather than by a dial-up (many 
subscribers do not hook up their receivers to die telephone, a5 the phone plug is not usually 
conveniendy located). Hence, the Applicants respectfully disagree that it would be obvious to use a 
dial up service to transmit information of any kind to the receiver. 

In paragraph (10), the Office Action rejected claims 22, 24-27, 47, and 49-52 under 35 U.S.C. 
§1 03(a) as being unpatentable over Novak in view of Khoo et aL, U.S. Patent No, 6,434,747 (Khoo), 
The Applicants respectfully traverse these rejections. 

With Respectrto the Rejection of Claims 22. 24-27. 47. and 49-52 : According to the Office 
Action, it would be obvious to modify Novak according to Khoo to allow the server to effidendy 
distribute customized programs to a user. However, Novak and Khoo envision an entirely different 
distribution scheme. Novak is directed to a community television implementation in which a 
plurality of programs are delivered to a location with many receivers and those receivers tune to 
programs of interest. Khoo is directed to cuStomi2ed charmels- Since Novak and Khoo are directed 
to entiicly different solutions to the problem of distributing programs (commumty versus 
customized), the Applicants cannot agtee that there is a teaching for one of ordinary skill in the art 
to modify Novak as taught by Khoo. 
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In patagraph (1 1), the Office Action rejected claims 53-56, 58, 63-66, and 68 xinder 35 U.S.C 
§l03(a) as being unpatentable over Novak in view of Axsenault The Applicants traverse these 
tejccdons. 

With Respect to the RejccHnn of Claims 53-56. 58, 6 ^-66- and 68: As desctibed above, 
acithei Novak not Arscniult disclose the notion of slaved setvice$, slaved niners, or slaved ontputs- 
In addition, please consider the following statement: 

The subject Application (Serial No. 09/870^23) and U.S. Patent 6,922,844 were, at 
the time the invention of Application Serial No- 09/870,323 was made, owned by or 
subject to an obligation of assignment to the Hughes Electxotiics Corporation. 

This averment is also presented in the attached "Statement of Common Ownership." 

In paragraph (12), the Office Acrion rejected claims 76 and 78-81 under 35 U-S-C §l03(a) as 
being unpatentable over Arsenault in view of Khoo. In consideration of die statement and 
arguments provided above, the Applicants respectfiilly traverse. 

In paragraph (13), die Office Action rejected claims 57, 59^2, 67, and 69-72 under 35 U.S.C. 
§1 03(a) as being unpatentable over Novak in view of Arsenault and further in view of Khoo, In 
consideration of the statement and arguments provided above, die Applicants respectfully traverse. 

VIL Dependen t Claims 

Dependent claims 2-27, 29-52, 54-62, 64-72, and 74-81 incorporate the limicadons of their 
related independent claims, and are therefore patentable on diis basis. In addition, these claims 
recite novel elements even more remote from the cited references. Accordingly, the Applicant 
respectfully requests that these claims be allowed as well. 

VIIL New Claims 

New claims 82-86are presented for the first rime in this Amendment For die reasons 
described above, new claims 82-86 are patentable over the prior art of record, and the AppUcant 
respectfully requests the allowance of these claims as well. 
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IX- Conclusion 

In view of the above, it is submitted that this application is now in good order for allowance 
and such allowance is respectfiilly solicited Should the Examiner believe mtnot matters still remain that 
can be resolved in a telephone interview, the Examiner is urged to call Applicants* undersigned 
attoxncy. 

Respectfiilly submitted. 



Date: April 20, 2006 





S. Grunebach, Registration No.: 33,179 
for Applicants 

The DIRECTV Group, Inc 
RE/R0a/Al09 
2230 E. Imperial Highway 
P. O. Box 956 
El Scgundo CA 90245-0956 

Telephone No.: (310) 964-4615 
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